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DETAILED ACTION 
Continued Examination Under 37 CFR 1. 1 14 

1 . A request for continued examination under 37 CFR 1.114, including the fee set 
forth in 37 CFR 1.17(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.114, and the fee set 
forth in 37 CFR 1.17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on 6/27/07 
has been entered. 

2. Claim 2 has been canceled; claims 1 and 11 have been amended; and claim 21 
has been added. Overall, claims 1, and 3-21 are pending in the application. 

Claim Rejections - 35 USC §102 

3. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) The invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

4. Claims 1, 7, 9 ? 10, 11, 12, 17, 19, and 20 are rejected under 35 U.S.C. 102(b) as 
being clearly anticipated by Hoeptner, III (U.S. 4,955,193). Hoeptner discloses a heat 
shield foe a vehicle having an exhaust system member extending from an exhaust port 
of an internal combustion engine, the heat shield comprising: a first heat shield plate for 
surrounding a curved section of the exhaust system member (Fig. 2, No. 13; Fig. 1, No. 
10b), the curved section being provided in the vicinity of the exhaust port; a second heat 

■ 

shield plate for covering above a straight section of the exhaust system member (Fig. 2, 
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No. 13; Fig. 1, No. 10a), the straight section connecting to the curved section (Figs. 4a 
and 4b); and a band member for supporting the first heat shield plate on the exhaust 
system member (Fig. 3, No. 26), wherein a small diameter section is provided on an 
end section of the first heat shield plate (Fig. 4a), and an end section of the second heat 
shield plate overlaps the small diameter section along a length of the exhaust system 
member, with a gap (Fig. 4b, 11 and 12) being provided in a radial direction between the 
small diameter section of the first heat shield plate and the end section of the second 
heat shield plate, wherein flow from a front side of the vehicle passes through the gap 
between the first and second heat shield plates (Col. 2, Lines 33-48; Fig. 4b). The 
examiner notes that Hoeptner teaches that the shield will protect the rider from burning 
their leg. This necessarily means that the shield is exposed and when the vehicle is 
moving forward airflow will pass through the outer gap formed between sections of the 
shield, and thereby meeting the claim language. 

5. With regards to claim 7, Hoeptner discloses the heat shield for an internal 
combustion engine exhaust system of claim 1 , as described above, and further wherein 
an end of the first heat shield plate adjacent to the exhaust port of the engine includes 
projection sections (Fig. 6a; No. 15), and the band member presses the projection 
section against the exhaust system member to attach the first heat shield plate to the 
exhaust system member (Fig. 3). 

6. With regards to claim 9, Hoeptner discloses the heat shield for an internal 
combustion engine exhaust system of claim 2, as described above, and further wherein 
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the small diameter section of the first heat shield plate includes projections fitting into 
sections of the exhaust system member (Fig. 6a). 

7. With regards to claim 10, Hoeptner discloses the heat shield for an internal 
combustion engine exhaust system of claim 1, as described above, and further wherein 
an intermediate portion of the first heat shield plate has a diameter larger than a 
diameter of an exhaust system member, and the band member wraps around the 
intermediate portion of the first heat shield plate (Figs. 4a and 4b). 

■ 

8. With regards to claim 1 1 , Hoeptner discloses a heat shield for an exhaust system 
member extending from an exhaust port of an internal combustion engine, comprising: 

m 

a first heat shield plate for surrounding substantially all of a curved section of the 
exhaust system member (Fig. 2, No. 13; Fig. 1, No. 10b), the curved section of the 
exhaust system member extending from the exhaust port; a second heat shield plate 
mounted over a straight section of the exhaust system member (Fig. 2, No. 13; Fig. 1, 
No. 10a), the straight section connecting to the curved section (Figs. 4a and 4b); and a 
band member (Fig. 3, No. 26) for supporting the first heat shield plate on the exhaust 
system member, wherein the first heat shield plate is formed as a single plate (Fig. 3, 
No. 11) extending along at least halfway along the curved section of the exhaust 
system member, wherein flow from a front side of the vehicle passes through a gap 
between the first and second heat shield plates (Col. 2, Lines 33-48; Fig. 4b). 

9. With regards to claim 12, Hoeptner discloses the heat shield of claim 1 1 , as 
described above, and further wherein a small diameter section is provided on an end 
section of the first heat shield plate (Fig. 4a), and an end section of the second heat 
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* 

shield plate overlaps the small diameter section along a length of the exhaust system 
member, with a gap (Fig. 4b, 11 and 12) in a radial direction being provided between the 
small diameter section of the first heat shield plate and the end section of the second 
heat shield plate. 

10. With regards to claim 17, Hoeptner discloses the heat shield of claim 1 1 , as 
described above, and further wherein an end of the first heat shield plate adjacent to the 
exhaust port of the engine includes projection sections (Fig. 6a; No. 15), and the band 
member presses the projection sections against the exhaust system member to attach 
the first heat shield plate to the exhaust system member (Fig. 3). 

1 1 . With regards to claim 1 9, Hoeptner discloses the heat shield of claim 1 2, as 
described above, and further wherein the small diameter section of the first heat shield 
plate includes projections fitting into sections of the exhaust system member (Fig. 6a). 

12. With regards to claim 20, Hoeptner discloses the heat shield of claim 1 1 , as 
described above, and further wherein an intermediate portion of the first heat shield 
plate has a diameter larger than a diameter of an exhaust system member, and the 
band member wraps around the intermediate portion of the first heat shield plate (Figs. 
4a and 4b). 

Claim Rejections - 35 USC § 103 

13. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 
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14. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1, 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

i 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

15. Claims 3, 4, 13, and 14 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Hoeptner in view of design choice. Hoeptner discloses the heat 
shield of claims 1 and 1 1 , as described above, but fails to specifically describe wherein 
the exhaust system member is a U-shaped exhaust pipe which extends forwardly from 
the exhaust port of the engine, curves rearward, and extends in a substantially straight 
manner alone one side of the engine to a position where the U-shaped exhaust pipe 
joins a middle pipe, or wherein the U-shaped pipe is formed as a one-part pipe. At the 
time the invention was made, it would have been an obvious matter of design choice to 
a person of ordinary skill in the art to use a one-part U-shaped exhaust pipe because 
Applicant has not discloses that the shape of the exhaust pipe provides an advantage, 
is used for a particular purpose, or solves a stated problem. One of ordinary skill in the 
art, furthermore, would have expected Hoeptner's exhaust pipe and applicant's 
invention, to perform equally well with the shape described in Figure 1 of Hoeptner or 
claims 3, 4, 13, and 14 because both shapes would perform the same function of 
routing exhaust gases from an engine considering their intended use. Therefore, it 
would have been prima facie obvious to modify Hoeptner to obtain the invention as 
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specified in claims 3, 4, 13, and 14 because such a modification would have been 
considered a mere design consideration which fails to patentably distinguish over the 
prior art of Hoeptner. 

16. Claims 5, 6, 15, and 16 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Hoeptner in view of Wolf et al. (U.S. 5,816,043). Hoeptner discloses 
the heat shield of claim 1 , as described above, but fails to specifically describe wherein 
the first heat shield plate includes an upper plate and a lower plate which mate together 
to surround an entire outer circumference of the curved section of the exhaust system 
member. Wolf discloses a heat shield for an internal combustion engine application that 
teaches to mate an upper and lower plate together to completely surround the outer 
circumference of a curved section of ah exhaust member (Wolf; Figs. 1 , 2, 4A and 4B). 
It would have been obvious to one having ordinary skill in the art at the time the 
invention was made to utilize the complete covering of the exhaust member as taught 
by Wolf in the shield of Hoeptner for the advantage of shielding all parts of the hot 
surface to minimize heat build up in the engine (Wolf; Col. 1, Lines 24-28). 

17. With regards to claim 6, the modified Hoeptner discloses the heat shield of claim 
5, as described above, and further wherein the upper plate and the lower plate are 
joined by a band member (Wolf; Fig. 2, No. 48). 

18. With regards to claim 15, Hoeptner discloses the heat shield of claim 11, as 
described above, but fails to specifically describe wherein the first heat shield plate 
includes an upper plate and a lower plate (Wolf; Figs. 1, 2, 4A and 4B) each having 

■ 

flanges on inner and outer edges thereof (Wolf; Claim 1), the flanges of the upper plate 
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mating with the flanges of the lower plate, so that the upper plate and the lower plate 
surround the exhaust member. Wolf discloses a heat shield for an internal combustion 
engine application that teaches a heat shield plate with an upper plate and a lower 
plate, each having flanges on inner and outer edged thereof, the flanges of the upper 

* 

plate mating with the flanges of the lower plate, so that the upper plate and the lower 
plate surround the exhaust system member. It would have been obvious to one having 
ordinary skill in the art at the time the invention was made to utilize the complete 
covering of the exhaust member and joining technique for the covering as taught by 
Wolf in the shield of Hoeptner for the advantage of shielding all parts of the hot surface 
to minimize heat build up in the engine (Wolf; Col. 1, Lines 24-28). 

19. With regards to claim 16, the modified Hoeptner discloses the heat shield of 
claim 15, as described above, and further wherein the upper plate and the lower plate 
are joined by the band member (Wolf; Fig. 2, No. 48) and surround an entire outer 
circumference of the curved section of the exhaust system member (Wolf; Fig. 2). 

20. Claims 8, 18, and 21 rejected under 35 U.S.C. 103(a) as being unpatentable over 
Hoeptner in view of Dodge (U.S. 2,651 ,094). With regards to claims 8 and 18, Hoeptner 
discloses the heat shield of claims 1 and 1 1 , as described above, and further wherein 
the end section of the first heat shield plate away from the exhaust port is fixed tightly 
around the exhaust system member by the band member (Hoeptner; Fig. 3, No. 26), 
and the end section of the second heat shield plate extends forwardly over the band 
member (Hoeptner; Fig. 3, Nos. 1 1 and 26), the end section of the second heat shield 
member being fixed to the exhaust system member by an attachment fixture (Hoeptner; 
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Fig. 3, Nos. 1 1 and 26), the attachment fixture providing a space between the second 
heat shield plate and the exhaust system member through which air passes during 
travel (Hoeptner; Fig. 3; Col. 2, Lines 33-48; Fig. 4b). Hoeptner fails to specifically 
disclose wherein the attachment member includes a bolt. Dodge discloses a band 
clamp for tubing or hoses (Dodge; Fig. 1 ) that includes a bolt (Dodge; Fig. 1 , No. 39). It 
would have been obvious to one having ordinary skill in the art at the time the invention 
was made to utilize the band clamp of Dodge as the band claim in Hoeptner for the 
advantage of a clamp which is simple, inexpensive, efficient, and durable (Dodge; Col. 
1, Lines 33-36). 

21 . With regards to claim 21 , the modified Hoeptner, as described in rejecting claims 
8 and 18 above, discloses a heat shield for a vehicle having an exhaust system member 
extending from an exhaust port of an internal combustion engine, the heat shield 
comprising: a first heat shield plate (Hoeptner; Fig. 4b - left most piece) for surrounding 
a curved section of the exhaust system member, the curved section being provided in 
the vicinity of the exhaust port; a second heat shield plate (Hoeptner; Fig. 4b - right 
most piece) for covering above a straight section of the exhaust system member, the 
straight section connecting to the curved section; and a band member (Hoeptner; Fig. 3, 
No. 26) for supporting the first heat shield plate on the exhaust system member, 
wherein the end section of the first heat shield plate away from the exhaust port is fixed 
tightly around the exhaust system member by the band member (Fig. 3), and the end 
section of the second heat shield plate extends forwardly over the band member 
(Hoeptner; Figures 4a and 4b), the end section of the second heat shield member being 
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fixed to the exhaust system member by an attachment fixture including a bolt (Hoeptner; 
Fig. 3, No. 28; Dodge; Fig. 1, No. 39), the attachment fixture providing a space between 
the second heat shield plate and the exhaust system member through which air passes 
during travel (Hoeptner; Fig. 3; Col. 2, Lines 33-48; Fig. 4b). 

Response to Arguments 
22. Applicant's arguments with respect to claims 1-20 have been considered but are 
moot in view of the new ground(s) of rejection. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Loren C. Edwards whose telephone number is (571) 

272-2756. The examiner can normally be reached on M-TH 5:30-4. 

* 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Thomas Denion can be reached on (571) 272-4859. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



Loren Edwards 



(571) 272-2756 





